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IN THE 


United States Court of Appeals 

For the District of Columbia 


Nos. 9111, 9112, 9113 


International Standard Electric Corporation, 

Appellant , 


v. 


Casper W. Ooms, Commissioner of Patents, 

Appellee. 


BRIEF FOR APPELLANT 

Jurisdictional Statement 

These three actions were brought under the provisions 
of 4915 R. S. praying the District Court to authorize and 
direct the Commissioner of Patents to issue patents to 
appellant as assignee of William Hatton on three applica¬ 
tions which have been duly filed in the Patent Office. 

The issues of the three cases being identical and the 
disclosures of the three Hatton applications being substan¬ 
tially alike, the parties have stipulated with the Court’s 
approval that the decisions in Appeals 9111 and 9112 abide 
the decision in Appeal 9111. 

Statement of Case 

The inventions described and claimed in the applications 
are calculating devices which are not composed of usual 
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calculating machine parts, but of relays, switches and other 
instrumentalities customarily employed in telephone and 
telegraph switching systems (R. 37, 41, 75, 189). Impulses 
are telegraphed to the switches and relays so that they 
perform the desired calculations, and the results are printed 
on a telegraph tape (R. 41). 

Appellant alleged, and the Commissioner of Patents 
admitted (paragraph 13 of each Complaint and Answer, 
R. 5, 14, 20, 23, 25, and 26), that the sole ground on which 
the claims were rejected was that allegedly the specification 
and drawings were insufficient and inadequate in disclosure 
to meet the requirements of Section 4S88 R. S. 

Appellant offered the testimony of two experts, Messrs. 
Waldheim and Haigh, who testified (R. 35-67) that the Hat¬ 
ton inventions were most closely connected with the art of 
electrical switching, and particularly automatic telephone 
and telegraph switching systems, and that the mechanisms 
employed in the Hatton systems were of the kind used in 
telephony and telegraphy, as distinguished from the mecha¬ 
nisms used in customary calculators. 

Haigh testified (R. 41) that people skilled in the arts 
of telephone and telegraph switching could construct the 
Hatton inventions from the information contained in the 
specifications of the three applications. 

The Commissioner of Patents rested his case on the 
Patent Office record (R. 69). 


Statutes Involved 

The relevant statutes are as follows: 

Sec. 4915 R. S. 

“Sec. 4915. R. S. (U. S. C., title 35, sec. 63.) 
Whenever a patent on application is refused by the 
Board of Appeals or whenever any applicant is dis- 
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satisfied with the decision of the board of interfer¬ 
ence examiners, the applicant, unless appeal has been ! 
taken to the United States Court of Customs and j 
Patent Appeals, and such appeal is pending or has j 
been decided, in which case no action may be brought j 
under this section, may have remedy by bill in equity, j 
if filed within six months after such refusal or de¬ 
cision; and the court having cognizance thereof, on 
notice to adverse parties and other due proceedings 
had, may adjudge that such applicant is entitled, ac¬ 
cording to law, to receive a patent for his invention, 
as specified in his claim or for any part thereof, as 
the facts in the case may appeal. And such adjudi¬ 
cation, if it be in favor of the right of the applicant, 
shall authorize the commissioner to issue such pat¬ 
ent on the applicant filing in the Patent Office a copy 
of the adjudication and otherwise complying with 
the requirements of law. In all cases where there is i 
no opposing party a copy of the bill shall be served 
on the commissioner; and all the expenses of the pro¬ 
ceedings shall be paid by the applicant, whether the 
final decision is in his favor or not. In all suits 
brought hereunder where there are adverse parties 
the record in the Patent Office shall be admitted in I 
whole or in part, on motion of either party, subject I 
to such terms and conditions as to costs, expenses, 
and the further cross-examination of the witnesses ; 
as the court may impose, without prejudice, how T - 
ever, to the right of the parties to take further testi¬ 
mony. The testimony and exhibits, or parts thereof, 
of the record in the Patent Office when admitted 
shall have the same force and effect as if originally i 
taken and produced in the suit.” 

Sec. 4888 R. S. 

j 

“Sec. 4888. R. S. (U. S. C., title 35, sec. 33.) Be- j 
fore any inventor or discoverer shall receive a patent | 
for his invention or discovery, he shall make applica- i 
tion therefor in writing, to the Commissioner of Pat¬ 
ents, and shall file in the Patent Office a written de- 
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scription of the same, and of the manner and process 
of making, constructing, compounding, and using it, 
in such full, clear, concise, and exact terms as to en¬ 
able any person skilled in the art or science to which 
it appertains, or with which it is most nearly con¬ 
nected, to make, construct, compound, and use the 
same; and in case of a machine, he shall explain the 
principle thereof, and the best mode in which he has 
contemplated applying that principle, so as to dis¬ 
tinguish it from other inventions; and he shall par¬ 
ticularly point out and distinctly claim the part, im¬ 
provement, or combination which he claims as his 
invention or discovery. The specification and claim 
shall be signed by the inventor. No plant patent 
shall be declared invalid on the ground of noncom¬ 
pliance with this section if the description is made 
as complete as is reasonably possible.” 


Statement of Points 

Appellant submits that the Findings of Fact and the 
conclusions of law of the District Court were erroneous in 
the following respects: 

1. The Court erred in holding that it has not been 
established that the electrical relays, switches and other 
mechanical parts disclosed in the applications here involved 
are all devices well known in the electrical machine switch¬ 
ing art, and particularly automatic telephony and teleg¬ 
raphy. 

2. The Court erred in holding that the inventions of 
said applications are not most nearly connected with the 
art of electrical machine switching and particularly auto¬ 
matic telephony and telegraphy. 

3. The Court erred in holding that it has not been 
established that one skilled in the above-mentioned arts 
knows how to change drawings illustrating relay contacts 
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detached from the windings to drawings illustrating relay 
contacts attached to the relay windings. 

4. The Court erred in holding that it has not been 
established that one skilled in the electrical machine switch¬ 
ing art, and particularly automatic telephony and teleg¬ 
raphy, does not need and never in practice uses time charts 
to make, construct and use the system and the device illus¬ 
trated. 

5. The Court erred in holding that it has not been 
established that one skilled in said electrical machine switch¬ 
ing arts could prepare time charts from the written de¬ 
scriptions and drawings of the applications here involved. 

6. The Court erred in holding that it has not been 
established that the applications here involved contain suf¬ 
ficient written descriptions, including the drawings, to en¬ 
able those skilled in the art of electrical machine switching, 
and particularly automatic telephony and telegraphy, to 
make, construct and use the same. 

7. The Court erred in holding that the written descrip¬ 
tions of the applications here involved, including the draw¬ 
ings thereof, are not such as to enable those skilled in the 
calculating machine art to make, construct and use the in¬ 
ventions. 

8. The Court erred in holding that the applications here 
involved do not afford a proper basis for the allowance of 
any of the claims set forth in the complaints because they 
do not contain written descriptions satisfying the require¬ 
ments of R. S. 4888 (U. S. C. title 35, section 33) for a writ¬ 
ten description enabling one skilled in the art to which the 
inventions appertain, or with which the inventions are most 
nearly connected, to make, construct and use the same. 

9. The Court erred in dismissing the Bills of Complaint. 
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10. The Court erred in not issuing judgments author¬ 
izing the issuance of patents to the plaintiff containing the 
claims in suit. 


Summary of Argument 

The sufficiency of a patent disclosure is tested by the 
ability of one skilled in either the art to which it appertains 
or the art with which it is most nearly connected to make 
and use the same. 

We are willing to concede for the sake of argument that 
there was rational basis for the holding that one skilled in 
the calculating machine art could not, from these dis¬ 
closures, make and use the inventions. However, we sub¬ 
mit that appellants have conclusively established the fact 
that the inventions are most nearly connected with the tele¬ 
phone and telegraph switching arts, and that people skilled 
therein find in the disclosures all they need for practicing ^ 
the inventions. The spirit and the language of R. S. 4888 
were satisfied, and there was no basis for the District Court 
to hold otherwise and to dismiss the complaints. 

To develop these points we shall discuss the Patent 
Office record on which the Commissioner had rested his 
case, analyze appellant’s evidence and contrast the Find¬ 
ings of Fact of the District Court with the record before it. 
Finally, reference will be made to some of the decisions 
applicable to the facts of this case. 

Argument 

Since appellant’s burden was to produce a clear convic¬ 
tion that the Patent Office made a mistake (Morgan v. 
Daniels , 153 U. S. 120), and that there was no rational basis 
for the refusal to grant the patent (Abbott et al. v. Coe, 71 
App. D. C. 195; 109 F. (2d) 449), we shall first examine the 
Patent Office record of these causes. 
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The Patent Office Record 

The Patent Office did not base its findings on the ground 
that one skilled in the art to which these inventions most j 
closely relate or appertain could not construct the inven- i 
tions from the Hatton disclosures. The Patent Office heldJ 
that 4888 R. S. was not satisfied because the Examiner ] 
handling patent applications relating to calculating ma-j 
chines could not understand the Hatton disclosures (R. 176, 
177,178,180) and that, therefore, one skilled in the calculat¬ 
ing machine art could not understand and, presumably, con¬ 
struct the Hatton inventions. The following are typical for j 
the objections that the Primary Examiner made to the j 
description: __ 

“However, where no comprehension whatever is pos¬ 
sible, and where the Examiner is unable to make spe¬ 
cific requirements which in his opinion would clear 
up the disclosure, the matter is handled by way of 
rejection” (R. 176). 

“The reason then for making the question of dis¬ 
closure herein appealable is that the Examiner has j 
not been able to grasp it and comprehend it suffi- j 
eiently to be able to question specific parts thereof, 
or to make specific requirement for corrections and 
improvements therein” (R. 177). 

“The Examiner believes that the drawings of this 
case are fundamentally responsible for his inability 
to grasp even the basic characteristics of the dis¬ 
closure” (R. 177, 178). | 

Nowhere was it even alleged by the Examiner that one ; 
skilled in the telephone and telegraph switching arts, with j 
which these inventions are obviously most nearly connected, j 
could not understand the inventions or, what is far more j 
important, could not practice the inventions. For let us 
note again that the Examiner’s objection was not that one j 
skilled even in the calculating machine art could not make, 
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construct or use the inventions but that such a man could 
not understand the invention. The statute requires nowhere 
an applicant to satisfy the understanding of one skilled in 
any art; all that an applicant has to do is to give a descrip¬ 
tion from which the invention can be constructed or used, 
whether the constructor or user understands it or not. 

There were specific objections to the description and 
drawings of the circuits. The showing of the relay contacts 
detached from the coils rather than attached thereto or 
aligned therewith was found to be particularly confusing by 
the Examiner, and he objected also to the absence of time 
charts. The basis of all these objections was that the Ex¬ 
aminer could not understand the inventions. 

“The real difficulty with the description is due to 
the fact that there is no description of the individual 
groups, or component parts of the machine. . . . 
There is neither a structural nor a functional ex¬ 
planation of this organization. 

• •••••••• 

“. . . such tracing is meaningless without adequate 
preliminary explanation. One simply does not know 
the purpose of the various circuits he is going 
through” (R. 180). 

“A further factor, which, in the Examiner’s opin¬ 
ion, contributes to the inadequacy of disclosure is 
lack of customary timing charts, which show graph¬ 
ically the sequence of various steps of operations 
and functions of mechanism. A chart of this sort is 
not necessary to a superficial comprehension of a 
machine but it is essential to a thorough understand¬ 
ing thereof. Also it is indispensable in checking a 
machine for its operativeness” (R. 181, 182). 

“The Examiner is not objecting to the detached con¬ 
tact type of drawings generally; he is objecting to 
the drawings in this particular case because they do 
not constitute a legible presentation of the complex 
machine involved” (R. 184). 




The holdings of the Patent Office tribunals are not quite 
clear on these scores and may fairly be construed to mean 
that disclosures which don’t enable the Examiner to under¬ 
stand do not comply with 4888 R. S., not even if one skilled 
in the calculating machine art could construct the invention 
therefrom. The novel and wholly unstatutorv criterion 
that the Patent Office has set up for this case was that the 
Examiner to whom the application is assigned must be able 
to understand the invention; if he does not understand it, 
then it is assumed that no one skilled in the various arts to 
which section 4888 refers can make, construct or use the 
invention. We quote the following from the decision of the 
Board of Appeals sustaining the Examiner: 

“The specification, while possibly sufficient as far 
as the tracing of circuits of an exemplary problem 
goes, is wholly deficient for lack of description and 
explanation of the individual structures (or subcom¬ 
binations) outlined broadly on pages 4-7. In the ab¬ 
sence of information as to the exact nature of the 
various suborganizations, the tracing of circuits 
through them is wholly meaningless. The mere step¬ 
ping from relay to relay or switch to switch (as one 
follows the exemplary problem) conveys no informa¬ 
tion whatever as to what function is being performed, 
and what the reasons for the presence of various re¬ 
lays are. The exact circuits however accurate and 
precise are not at all informative in this respect. 

“The Examiner is not requiring an exact ma- 
chanical showing and description of such elements as 
relays or stepping switches; he is fully aware that 
suitable structures of this type are known and avail¬ 
able in the art of telephony and elsewhere. What is 
wanted is a thorough explanation of the functions 
performed by the various groups of sequence switches, 
relays etc. incorporated in the several distinct sub¬ 
combinations outlined by the applicant. 
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“The Examiner makes no assertion that all of 
these things may not be figured out ultimately from 
the complete tracing of circuits given by the appli¬ 
cant on pages 21-85. Possibly this could be done by 
spending months in studying the case and supple¬ 
menting same with additional material worked out 
as the reading progresses. Perhaps the various de¬ 
tails could be figured out and comprehended without 
additional information from the inventor, perhaps 
not. At any rate, it is not up to the Examiner, or 
to any subsequent reader of a patent (if and when 
one is issued) to figure out the invention; the dis¬ 
closure must give it to him—fully and completely; it 
should not require any figuring out” (R. 190, 191). 

If this is still the position of the Commissioner of Patents, 
then he has obviously placed himself beyond any language 
of the statute. We shall assume that appellee’s contention 
is that 4S88 R. S. is not satisfied because one skilled in the 
calculating machine art cannot construct the inventions 
from the disclosures. 

The Patent Office has never held that persons skilled in 
the telephone or telegraph switching arts could not build the 
Hatton inventions; quite to the contrary, the Board of Ap¬ 
peals said: 

“But it seems doubtful whether unless the person 
were also skilled in the automatic calculating machine 
art such person would understand the manner in 
which such a machine and its parts must operate... . 
Applicant does not say that the disclosure could not 
be made so complete that a person skilled in the 
calculating machine art could construct the machine 
and understand the operation of the parts but asserts 
it is sufficient if those skilled in the automatic tele¬ 
phone art are able to build the machine from the 
disclosure. In this we do not agree.” 

This, we submit, is in the teeth of the requirements of 
R. S. 4SSS. If, in a case like this, one were required to 
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instruct a person skilled in an art with which the invention 
is not most closely connected and to whom the Commis-j 
sioner might happen to assign the application for examina-j 
tion, then not the customary patent description but a whole 
textbook, a w T hole encyclopedia, would have to be written. 
The choice that the statute gives as to the skill of the 
person to whom the description must be directed has for 
its purpose the avoidance of the educational burden that 
the Patent Office sought to place on appellant’s shoulders. 

Although this point appeared clearly from the Exam-j 
iner’s statement and the decision of the Board of Appeals, 
it was brought out even more pointedly in appellant’s Peti-i 
tions for Rehearing and the decisions of the Board of 
Appeals thereon. The following is the concluding para¬ 
graph of the Petition for Rehearing: 

“Appellant intends to carry this case further 
either by way of appeal or by a Civil Action under 
Section 4915 and it is important that it appear 
clearly from the decision why appellant had failed 
to satisfy any statutory requirement when conced- 
edlv one skilled in an art (telephony) to w T hich it 
most closely appertains could practice the invention j 
from the disclosure, and the only shortcoming of the j 
specification was that the Examiner or one skilled i 
in the calculating art could not understand it. 
Neither the Examiner nor the Board has held that 
calculating art men could not build or use the inven¬ 
tion from this disclosure” (R. 194a). 

The Board of Appeals in its refusal to reconsider did 
not deny the contention that one skilled in the telephone j 
art could build the inventions, but said: 

“We consider that to comply with R. S. 4888 more 
is necessary. The invention contemplates the con¬ 
struction of a calculating machine and its operation 
as such and not an automatic telephone machine for 
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telephone use. Accordingly the invention is ad¬ 
dressed to the calculating machine art” (R. 194b). 

This holding alone warrants reversal of the Patent Office 
decision since the statute does not require a description 
satisfving onlv those to whom the invention is “addressed” 
(by which we assume that the Board of Appeals meant 
“appertains”), but permits also one which satisfies men 
in most nearly connected arts. 

It will be clear from the above that the Patent Office 
considered the disclosures unsatisfactory (from any stand¬ 
point, statutory or merely educational) only to one skilled 
merely in the calculator art. It was practically conceded 
that the disclosures were sufficient for one skilled in the 
telephone arts. 

Appellant’s Evidence 

All that the Patent Office record established was that 
one person who ex officio is skilled in the calculating machine 
art (the Primary Examiner) could not understand the in¬ 
vention, but the record did not otherwise reveal whether or 
not the provisions of the statute were satisfied. During 
the prosecution of the applications the Patent Office tri¬ 
bunals were unmindful of the fact that other Examiners 
had the necessary skill to understand the disclosures and 
were in the habit of granting patents on just such dis¬ 
closures because they apparently believed that the stat¬ 
ute could not be satisfied unless a description and draw¬ 
ings were filed which could be understood by the particular 
Examiner to whom the application happened to be assigned. 

Completely to inform the Court on this score, appellant 
called two witnesses; Mr. John Waldheim, an expert in the 
calculating machine art and Mr. Leslie B. Haigh, an expert 
in the electrical switching, particularly telephone and tele- 
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graph switching, arts, to give their opinion as to the art to 
which these inventions appertain, or with which they are 
most nearly connected, and whether the disclosures in issue 
were sufficient for a man skilled in such art to practice thh 
invention. j 

We called only one man competent to speak for each of 
the arts here in issue, mindful of the injunction of JudgO 
Severens, speaking for the Circuit Court of Appeals foil 
the Sixth Circuit, in American Stove Co. v. Cleveland 
Foundry Co. et al., 158 F. R. 978, 985: 

“Usually the testimony of one competent witness on 
each side is enough to insure a full and fair elucida¬ 
tion of what is recondite in the case. The voice of a! 
single teacher is worth more than a confusion of 
many tongues. And the expense is worse than usei 
less.” i 

Mr. Waldheim, who is not only a highly skilled patent! 
solicitor, engineer and draftsman in the automatic calcu¬ 
lating art but has taken out 144 patents on inventions relate 
ing to this art (R. 35), testified (R. 36): 

! 

“Q. While you have, I think, stated it, just to 
make sure that this point is crystallized, I wish yop 
would state to what art, in your opinion, these inven¬ 
tions relate. A. I would say to the automatic switch¬ 
ing, especially automatic telephone art. 

“Q. And what would be your reply if I asked you 
to what art these applications or inventions most 
closely appertain? What would be your answer to 
that? A. They appertain to—by that you mean tp 
what they are closely related, closest related? 

“Q. Closely related or belong. A. To the auto4 
matic telephone switching art. 

“Q. Mr. Waldheim, if you were asked to make or 
construct a calculator in accordance with these inven-f 
tions here in issue, whom would you select? By 
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‘whom’ I mean what skill should the man have to do 
the job? A. Automatic telephone switching experi¬ 
ence. 

“Q. In your opinion would a man skilled in the 
art of mechanical calculators or electromechanical 
calculators be able to construct such an invention? 
A. No. I don’t think so. 

“Q. Would that be true irrespective of the kind 
of disclosure that one gave him? A. Yes, it would 
be true.” 

Yet the Patent Office required appellant to supply a 
description and drawings which would equip the Primary 
Examiner not only to construct the inventions but also to 
understand them. In this connection, Waldheim’s cross 
and redirect examinations are also significant (R. 37, 38): 

‘ ‘ By Mr. R eynolds: 

“Q. Have you read the applications that are 
involved in these actions? A. Yes, I have. 

“Q. Do you feel that you personally could con¬ 
struct a machine, on the basis of that disclosure 
alone, that would operate? A. No. 

“Mr. Reynolds: That is all. 

“Mr. Kolisch: Just one question. 

‘ ‘ Redirect Examination 
11 By Mr. Kolisch: 

“Q. If you were asked to construct—while I may 
have asked you this—the machine described and dis¬ 
closed here, what would you do? A. I would seek 
an automatic telephone switching man, a man versed 
in that art. 

“Q. Do you know of anyone skilled in the calcu¬ 
lator art who could construct such a machine? A. 
No, I don’t know of anyone.” 

Mr. Haigh was familiar with the skill that telephone and 
telegraph engineers have in this country, as well as in 
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England, France and Belgium. He had read the three appli¬ 
cations involved in these suits, and he understood their dis¬ 
closures (R. 40). 

According to Haigh’s testimony, one could construct and 
use the Hatton inventions solely on the basis of the dis¬ 
closures contained in the applications (R. 52) without any 
knowledge or experience in the calculating machine art. 
This was his testimony on cross examination (R. 53): 

“Q. Now, it would be necessary to have some cal¬ 
culating machine construction to practice this inven¬ 
tion, would it not? A. No, none at all. 

“Q. You mean you can carry out this invention 
on electric circuits alone? A. Yes.” 

Then, again on R. 54: 

“Q. Now, is it your testimony that a man who is 
skilled only in the telephone art, and knows nothing 
whatever about a calculating machine, could con¬ 
struct this device? A. Yes, he could.” 

He testified that the device (R. 41-43): 

“ . . . contains apparatus of the type familiarly 
used in the automatic telephone switching art, and 
nothing but that. 

“It is true, I believe, to state that the object of 
designing this equipment this way was to demon¬ 
strate that, using nothing but apparatus of the type 
familiarly used in automatic telephone or telegraph 
switching, it is possible to design and construct an 
electric calculator. 

“By the Court: 

“Q. You mean, to construct the particular calcu¬ 
lator that is disclosed in these specifications? A. 
Yes. 

“Q. In these claims? A. Yes. 

“By Mr. Kolisch: 

“Q. Following up the question that the Court 
asked you, Mr. Haigh: In your opinion do these 
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specifications, description, claims, and drawings con¬ 
tain the information necessary for one skilled in the 
art to construct these calculators? A. I believe they 
do. 

“Q. Would one skilled in the art need any ex¬ 
traneous information from the inventor in addition 
to what is contained in these disclosures, in order 
to construct the invention? A. No. 

“Q. Now I will ask you to state again, possibly, 
just in what art the man would have to be skilled in 
order to do this job of constructing the invention on 
the basis of this disclosure. A. A man skilled in the 
art of automatic telephony would, I believe, be able 
to construct this machine. 

“By the Court: 

“Q. Telegraphy? A. Telegraphy or telephony. 

“Q. Yes. 

“By Mr. Kolisch: 

“Q. Mr. Haigh, would you be able to do so? A. 
I believe so. 

“Q. Would one have to be an expert in the art, 
or would, in your opinion, the average skilled man 
in those arts, the telephone and telegraph switching 
arts, be enabled to construct the invention? A. I 
believe the man with average skill -would be able to 
do it. 

“Q. How many people of such average skill do 
you have in your organization at the Federal Tele¬ 
graph Company in Newark, New Jersey? A. Per¬ 
haps a hundred. 

“Q. Who could do this job? A. Yes. 

“Q. Now, hovr many such skilled men would you 
expect to find in the factories or in the laboratories 
of the Western Electric Company? A. Several hun¬ 
dreds. 

“Q. And how about the Automatic Electric Com¬ 
pany of Chicago? A. A hundred or more. 

“Q. How about the other companies in Paris and 
Antwerp and in London with which you were asso¬ 
ciated? A. More than a hundred.” 


Haigh explained that detached and attached contact j 
drawings are both well known in the electrical switching j 
arts, and that the United States as well as foreign patent! 
offices accept drawings like Hatton’s to illustrate automatic j 
telephone switching systems (R. 43-45). 

According to Haigh, detached contact drawings are I 
much more suitable to illustrate complicated circuits like j 
Hatton’s and occupy less than half the space needed for j 
attached contact drawings. j 

As Haigh explained, detached and attached contact, 
drawings are merely two ways of illustrating the same 
thing. For some reason, the Examiner seemed to prefer 
attached drawings, but failure to meet the Examiner’s; 
pleasure is not a violation of the statute. The following is j 
quoted from Haigh’s testimony (R. 46, 47): 

“Q. Now, Mr. Haigh, taking the Hatton draw-; 
ings, these detached drawings, could one skilled in; 
the art make from that an attached contact drawing? j 
A. Undoubtedly. 

“Q. And the two would be identical? A. Yes. 

“Q. As far as their meaning is concerned? A.: 
Yes. 

“Q. Well, what would be the difference as to the 
space required ? How many sheets of drawings; 
would have to be prepared for the Hatton case to; 
show it with the contacts attached, assuming that 
you wanted to have the same visibility as you have 
in the detached contact drawing? A. Twice as many 
or more, because of the complication of this kind of! 
circuit, wires running all over the place. 

• • • • • * * • • | 

“Q. What is your testimony as to the legibility,; 
as to the ease of following one as compared to the I 
other? A. Aided by description, I have no hesita¬ 
tion in saying that that is clearer to a— 

Mr. Reynolds: You mean by that, the Hatton i 

detached drawings? j 





18 


The Witness: The Hatton detached—to a 
man who is skilled in the circuit art, switching 
art. 

“ By Mr . Kolisch: 

“Q. Well, now, will you please state whether de¬ 
tached and attached contact types of drawings are a 
novelty in this case or whether they have been used 
by those skilled in this particular art before? A. 
They have been used for many years. 

“Q. Both types? A. Both types. 

“Q. In your experience as an engineer have you 
had the opportunity to examine patents? A. Many 
times. 

“Q. Including American patents? A. Including 
American patents. 

“Q. Could you state whether both ways of show¬ 
ing electrical circuit—namely, detached and attached 
—have been used in patents? A. They have. 

“Q. Including United States patents? A. Yes, 

* y v 

sir. 

In answer to a question directed to patent 2,256,872, 
which together with other patents issued by the Patent 
Office and illustrating the contacts detached from the coil 
has been printed in the Appendix, Ilaigh said (R. 48, 49): 

“The result of drawing it this way makes that a 
much clearer exposition of the circuit in the inven¬ 
tion. 

“Mr. Kolisch: All right. 

11 By the Court: 

“Q. WYmld that be one which the average worker 
in the art would more clearly be able to understand 
and follow, do you think? A. I believe so, your 
Honor; in the case of a complicated circuit particu¬ 
larly.” 
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Concerning time charts, Haigh testified that they are 
neither needed nor used for constructing or using the Hat- 1 
ton electric calculators or the like, and that they are not j 
found in patents relating to the electrical switching art. 
The only purpose of such charts is to aid the memory of 
the student. Haigh explained that time charts are needed 
only where marginal operations take place. No time charts 
were needed in the Hatton applications because (R. 51): 

“There is only one case, I believe, in which two 
events take place at the same time, and therefore 
there is no need for a man constructing this device | 
or operating it to have such a time chart if he has ! 
his description, and I may say that he would not j 
need it in any case. It might conceivably help him. j 

“By the Court: 

“Q. Your idea is, where there are a series of such 
operations, that by visualizing it to the worker it 
simply simplifies it for him? A. Yes. j 

“Q. In interpreting it? A. I would say it is an j 
aid to his memory. 

“Q. Yes. A. Even though the whole operation 
be described in words, it might conceivably help him 
if he had a chart to assist his memory. 

“By Mr. Kolisch: 

“Q. Would he need such chart to construct or to 
operate the machine? A. No. 

“Q. As a matter of fact, in the machine switch- j 
ing art, including these electric calculators, do men j 
skilled in the art use time charts for constructing or j 
operating such machines? A. Speaking generally, 

I don’t think so. j 

“Q. And in this specific case, as to these Hatton 
inventions, do you see the need for such time charts? 
A. No. 

“Q. Now, if one skilled in the art thought that 
he would like to have a time chart, could he, from | 
the information contained in these Hatton drawings j 







and description, write his own time chart? A. Cer¬ 
tainly.” 

The only rational conclusion that one could reach from 
the evidence is that, whatever the Patent Office classifica¬ 
tion may be, these inventions are most nearly connected 
with the telephone and telegraph switching arts, and that 
people skilled in such arts could practice the inventions 
from the information contained in the descriptions and 
drawings. 

The Findings of the District Court 

Although the Patent Office tacitly admitted the suf¬ 
ficiency of the disclosure to one skilled in the telephone and 
allied switching art and never denied that the inventions 
were most nearly connected with such art, and appellant’s 
witnesses have categorically so testified, the Court below 
held that the inventions were not most nearly connected 
with such art. It is submitted that no rational basis can be 
found in the Patent Office record or the new evidence ad¬ 
duced for the following findings of the Court below (R. 
29, 30): 

“3. It has not been established that the electrical 
relays, switches, and other mechanical parts dis¬ 
closed in the applications here involved are all de¬ 
vices well known in the electrical machine switching 
art, and particularly automatic telephony and teleg¬ 
raphy.” 

• •••••••• 

”5. The invention of said applications are not 
most nearly connected with the art of electrical 
machine switching, and particularly automatic tel¬ 
ephony and telegraphy.” 
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“8. It has not been established that one skilled in 
the above-mentioned electrical switching arts knows 
how to change drawings illustrating relay contacts j 
detached from the windings to drawings illustrating j 
relay contacts attached to the relay windings. j 

“9. The drawings forming parts of the written 1 
descriptions of the applications here involved do not 
include time charts of operations. It has not been j 
established that one skilled in the electrical machine 
switching arts, and particularly automatic telephony 
and telegraphy, would not need, and never in prac¬ 
tice uses, such time charts to make, construct and 
use the systems and devices illustrated. 

“10. It has not been established that one skilled 
in said electrical switching arts could prepare time ! 
charts from the written descriptions and drawings of ! 
the applications here involved. 

“11. It has not been established that the appli¬ 
cations here involved contain sufficient written de¬ 
scription, including the drawings, to enable those j 
skilled in the art of electrical machine switching, and 
particularly automatic telephony and telegraphy, to 
make, construct and use the same.” 

j 

Correct findings on these points would have demanded ! 
as a conclusion of law the authorization and direction of the 
Commissioner to issue the patents since the statute is satis- ! 
fied with a written description which makes possible the 
making, constructing and using of the invention by one who 
is skilled either in the art to which the invention apper¬ 
tains, or with which it is most nearly connected. 

These inventions may appertain to the calculating j 
machine art: the evidence of Messrs. Waldheim and Haigh j 
leaves no room to doubt that thev are most nearlv con- 
nected with the telephone, telegraph and allied switching 
arts. ! 
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The Applicable Decisions 

An action under 4915 R. S. is more than a mere appeal; 
it is a trial de novo to set aside the conclusions reached by 
the Executive Department. 1 

Although such an action is new and independent of all 
prior proceedings, the Courts will, just as an appellate 
tribunal will, adopt, if possible, the finding and conclusions 
of the Patent Office. As some of the more recent decisions 
of this Court put it, the main function of the Court in a 
suit under 4915 R. S. is not to register its opinion, but to 
inquire whether the opinion of the Patent Office is consis¬ 
tent with the evidence, or, what amounts to the same thing, 
is supported by the evidence. 2 

This Court is free to draw the ultimate inferences and 
conclusions from the evidence which is at least as clearly 
before it as it was before the Patent Office. As a matter of 
fact, the Patent Office relied solely on the statement of the 
Examiner who was certainly no better informed concerning 
the knowledge of persons skilled in the various arts than 
were Waldheim and Haigh. All the decisions above re¬ 
ferred to had to do with questions of novelty, patentability, 
priority of invention, and similar points, about which the 
positions were reversed. 

The sole question here in issue is whether Hatton has 
complied with 4888 R. S. and this in turn depends on the 
answer to two questions: 


1 Morgan v. Daniels. 153 U. S. 120; see also American Tri-Ergon 
Corporation v. General Talking Pictures Corporation et a!., 8 F. S. 
108: Berry v. Robertson. 40 F. (2cl) 915; Cleveland Trust Co. v. 
Nelson et al.. 51 F. (2d) 276; and Pitman et al. v. Coe, 62 App. D. C. 
365, 6S F. (2d) 412. 

2 Magnaflux Corporation v. Coe, 139 F. (2d) 531, App. D. C. 
1943: Standard Cap and Seal Corporation v. Coe, 124 F. (2d) 278, 
App. D. C.: Abbott et al. v. Coe. 109 F. (2d) 449. 71 App. D. C. 195. 
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(1) To what art or arts do these inventions appertain, 
or with which art or arts are they most nearly connected? 

(2) Could persons skilled in any of said arts make, con¬ 
struct and use the inventions ? 

The nature of the patent disclosure as related to the skill 
of the art was explained by Mr. Justice Bradley in Loom 
Co . v. Higgins (105 U. S. 580, 585): 

“When an astronomer reports that a comet is to be 
seen with the telescope in the constellation of Auriga, 
in so many hours and minutes of right ascension, it 
is all Greek to the unskilled in science; but other 
astronomers will instantly direct their telescopes to 
the very point in the heavens the stranger has made 
his entrance into our system. They understand the 
language of their brother scientist. If a mechanical 
engineer invents an improvement on any gear, the 
condenser, the steam-chest, the walking-beam, the 
parallel motion, or what not, he is not obliged, in 
order to make himself understood, to describe the 
engine, nor the particular appendage to which the 
improvement refers, nor its mode of connection with 
the principal machine. These are already familiar 
to others skilled in that kind of machinery. He may 
begin at the point where his invention begins, and 
describe what he has made that is new, and what it 
replaces of the old. That winch is common and well 
known is as if it wrere written out in the patent and 
delineated in the drawings.” 

Just as the elements of Webster’s loom, just so Hatton’s 
relays, step-by-step switches, keys, printing magnets and 
resistances were well known to those skilled in the art long 
before the applications were filed. To use Justice Brad¬ 
ley’s language again (p. 585): 

“With this mass of previous knowledge and nomen¬ 
clature in their minds (as we must suppose it to have 
been), the language, the explanations, the drawings, 
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and the claims of Webster’s patent must have been 
perfectly intelligible to them.” 

Applying this decision to a complicated, mechanical 
calculating machine, it was held in Remington Cash Register 
Co. v. National Cash Register Co. (6 F. (2d) 586, 621) that 
the patentee might, in view of his knowledge of the art, illus¬ 
trate his constructions diagrammaticallv merely indicating 
totalizers, carrying mechanisms, etc., and still convey the 
necessary information to the mind of the highly skilled 
mechanics who work in the calculator art: 

“So that, when reference herein is made to mechani¬ 
cal skill in the art, we mean thereby a person who by 
education, development, training and experience has 
become proficient in his understanding of the com¬ 
plicated mechanisms necessarily involved in the con¬ 
struction of calculating machines.” 

The Hatton inventions are not simple to construct, but 
Haigh’s uncontradicted evidence is that not only a few 
experts but hundreds employed by manufacturers in the 
electrical switching business will find in these specifications 
all the information that they need to construct the invention. 

Another case dealing with this subject is A. B. Dick Co. 
v. Barnett (288 F. 799), in which Judge Hough, speaking 
for the Circuit Court of Appeals, Second Circuit, said: 

“(1) It may be noted that the point cannot be ad¬ 
vanced as one of law. Whether the description of a 
device is clear enough to enable a person of ordinary 
skill to construct or make it is a question for the jury 
if the action be at law. Hogg v. Emerson, 11 Row. 
587,13 L. Ed. 824. This means that clarity of descrip¬ 
tion is a question of fact, and the solution of a fact 
inquiry always depends upon the surrounding cir¬ 
cumstances as adduced in evidence. The jury is at 
liberty to apply its own view and use its own common 
sense about the matter, and has often been so in- 
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structed. The court on the equity side has the same 
liberty; it is always a mistake to treat as rules of 
law the preferred mental processes of some trier of 
the facts. 

##•##*••• 

“(2) We further think that, in judging the suffi¬ 
ciency of a patent disclosure, it is necessary to con¬ 
sider, not only the art to which the invention may be 
assigned, but its relation to other and especially older 
arts, and the nature of the alleged new thought. It 
is upon the difficulty, obscurity, or even novelty of 
the art concerned that depends the kind and degree 
of skill or knowledge which must be possessed by 
those who assume to apply it. 

“Judges, as triers of the facts, have said that a dis¬ 
closure, to be good, must be clear to a manufacturer, 
or a workman, or a mechanic, or even a journeyman 
(Leonard v. Maxwell, 252 Fed. 584,164 C. C. A. 500); 
but the word used is quite meaningless unless the 
nature of the patent and the art involved be carefully 
investigated, when it will be found, e. g., that the 
journeyman of the Maxwell Case was a person whose 
accomplishments would be much admired by most 
men. 

“(4) It is not possible to formulate a rule in this 
matter, though it may be safely said that it is by no 
means enough to condemn a patent disclosure that 
even a skilled man might find it necessary to make 
several tests or trials of before arriving at success. 
Malignana v. Jasper etc. Co. (C. C.) 180 Fed. 442. 
The nearest approach to a rule is the summary dec¬ 
laration so characteristic of the rude sense of Jessel, 
M. R., that ‘the specification of a patent is not ad¬ 
dressed to people who are ignorant about the subject- 
matter. It is addressed to people who know some¬ 
thing about it. ’ Plimpton v. Malcolm, 3 Ch. Div. 531. 
But how much said people must know about it is a 
matter of degree, and always relative.” 

As in the Dick case, so here we must consider not only 
the calculator art to which the invention was assigned by 
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the Patent Office but also the older arts of telephone and 
telegraph switching to which the inventions in issue apper¬ 
tain. Neither Abbott v. Coe {supra) nor any of the other 
decisions with which we are familiar compels this Court 
to accept the classification of the applications bv the Patent 
Office. 

How the Courts deal with disclosures of electrical sys¬ 
tems may be illustrated by a quotation from Western Tel. 
Mfg. Co. v. American Electric Tel. Co. (131 F. 75, 77, C. 
C. A. 7): 

“But the drawings are not required to be working 
plans. They must be read in connection with the 
description and claims, and any inferences arising 
from omissions or inconsistencies in the drawings 
must yield to a legally sufficient specification. ‘Many 
material objects and operations,’ says Robinson (vol. 
2, §491), ‘are so familiar to the inventor and his 
readers that their specific description, or even an 
allusion to them, would be superfluous. The law rec¬ 
ognizes these difficulties in the way of an absolutely 
complete description, and overlooks the defects which 
they occasion, * * • though it omits appliances, 
modifications, or processes which persons skilled in 
the art would know were necessary and would them¬ 
selves supply. Though it fails to describe imple¬ 
ments and material that are common in use, or 
methods of construction generally practiced in the 
arts it may be complete enough to put before the 
already trained and informed intelligence of the 
reader an accurate and entire picture of the inven¬ 
tion from which he can understand it, construct it, 
and use it as easily as if all these familiar acts and 
objects were particularly described.” 

Of the numerous other decisions to the same effect, we 
shall briefly refer to a few. 

Where the drawing is sufficiently clear to enable a per¬ 
son skilled in the art to make the invention illustrated, no 
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additional illustration is required even though the drawing 
is not to an exact scale nor done to the Examiner’s satis¬ 
faction (in re Turner, 101 0. G. 2078, 1092, C. D. 439; in 
re Henderson, 113 0. G. 2504; Gold v. Gold, 152 0. G. 731, 
App. D. C. 1909). 

Haigh’s testimony is that to a properly skilled person 
the Hatton drawings and description convey all the infor¬ 
mation that he needs to construct the invention. If this 
person wants to change the drawings to show the relay con¬ 
tacts attached and if he wants to prepare time charts, he 
can readily do so. 

The Examiner also seemed to be of the opinion that such 
alterations and extensions of the drawings were within the 
skill of the art. Otherwise he would not have asked for 
them. He could not even have permitted Hatton to supply 
new drawings which did not obviously follow those on file, 
because they would have constituted “new matter” which 
one could not add after the filing of an application (Walker 
on Patents, Deller’s Edition, Vol. 2, p. 737; par. 182, pps. 
865, 869; in re Gosslan, 25 P. Q. 373). 

The Examiner stated that from a reading of the specifi¬ 
cations and a study of the drawings he did not gain an 
understanding of the principles of the inventions. To this 
contention, appellant’s answer is that according to Haigh 
anyone skilled in the art would, from such specifica¬ 
tions, gain an understanding of the inventions. Further¬ 
more, the statute is satisfied if, even without understanding 
its nature, one skilled in the art can build the invention 
from the specification. 3 

3 National Meter Co. v. Thomson Meter Co., 106 F. 531; Cleve¬ 
land Foundry Co. v. Detroit Vapor Stove Co., 131 F. 853, C. C. A. 
6; Van Epps v. United Box Board & Paper Co., 143 F. 869, 872 C. 
C. A. 2; Diamond Rubber Company v. Consolidated Rubber Tire 
Company, 220 U. S. 428: Petroleum Rectifying Co. of California v. 
Rezvard Oil Co., 260 F. 177 C. C. A. 9; Permutit Company v. Wad- 
ham et al., 13 F. (2d) 454, C. C. A. 6; and U. S. Industrial Chemical 
Co. Inc. et al. v. Theroz Company, 25 F. (2d) 387, C. C. A. 4. 
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An inventor, in disclosing his invention, may begin at 
the point where his invention begins and describe what he 
has made that is new without going into details as to "what 
was known in the art. 4 

The Examiner’s knowledge of the information required 
bv those skilled in the art to construct the invention is, at 
best, theoretical. 

The testimony of Waldheim and Haigh, backed as they 
are by many years of practical experience in the arts in 
question, should weigh much more heavily. ( Steinfur Pat¬ 
ents Corporation v. J. Meyer son, Inc. et al ., 56 F. (2d) 372, 
378.) 


Conclusion 

In conclusion, it is submitted that the judgment should 
be reversed and the Commissioner of Patents authorized 
and directed to issue the patents as prayed for. 

Respectfully submitted, 

Paul Kolisch, 

Ralph B. Stewart, 
Attorneys for Plaintiff. 

Edward D. Phinney, 

Of Counsel. 


4 Carnegie Steel Company v. Cambria Iron Company, 185 U. S. 
403; American Delinter Co. v. American Machinery and Construction 
Co., 128 F. 709, C. C. A. 5; Toledo Rex Spray Co. v. California Rex 
Spray Chemical Co., 268 F. 201, C. C. A. 6; 'Kendall v. Trico Prod¬ 
ucts Corporation, 31 F. (2d) 522, 525, C. C. A. 6. 
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DISTRICT OF COLUMBIA 


Appeals Nos. 9111, 9112, and 9113 
International Standard Electric Corporation, 

APPELLANT 
V . 

Casper W. Ooms, Commissioner of Patents, appellee 

APPEAL FROM THE JUDGMENT OF THE DISTRICT COURT OF THE 
UNITED STATES FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR THE COMMISSIONER OF PATENTS 


INTRODUCTION 

This is an appeal from the judgment of the District 
Court of the United States for the District of Colum¬ 
bia (31) 1 dismissing the complainants in three civil 
actions under R. S. 4915 in which the appellant sought 
to have the court authorize the issuance of patents oil 
three applications involving computing mac hin es. The 
disclosures of these applications are identical so far 
as any issue presented here is concerned; and it has 
been held by the Patent Office and the Court below 
that these disclosures are not sufficient to enable per- 

1 The numbers in parentheses refer to pages of the joint 
Appendix. 


(l) 
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sons skill ed in the art to construct an operative ma¬ 
chine. The correctness of this holding is the only 
issue involved in this appeal. 

APPELLANT’S applications 

As above noted, the applications here involved are 
substantially identical. One of them appears in the 
appendix (70) and it is not necessary to consider the 
others since the parties are agreed that the three cases 
must stand or fall together. The disclosure is of an 
extremely technical nature and no tribunal which has 
considered these cases has been able to understand it 
sufficiently to know how an operative machine can be 
built. Further, the appellant concedes, for the pur¬ 
pose of these appeals (appellant’s brief page 6) that 
even one skilled in the calculating machine art could 
not understand his disclosures, and no attempt is 
made to explain to this Court how an operative ma¬ 
chine is to be constructed on the basis of what is set 
forth in the applications. Under these circumstances 
it is unnecessary to discuss the applications further. 

SUMMARY OF ARGUMENT 

1. Since the applications here involved purport to 
disclose calculating machines, their disclosures are 
not sufficient unless they would teach the ordinary 
skilled worker in the calculating machine art how to 
make and use an operative device. 

2. The appellant has failed to show that an ordinary 
skilled worker in any art could build an operative 
machine on the basis of any of the disclosures of the 
applications here involved. 
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ARGUMENT 

. * . % - • j. 

Section 4888 of the Revised Statutes (U. S. C.,'title 
35, sec. 33) requires that an applicant for patent shall 
make such a disclosure of his invention 4 ‘as to enable 
any person skilled in the art or science to which it 
appertains or with which it is most nearly connected, 
to make, construct, compound and use the same.” 

The word “appertain”, is obviously used in the 
statute in the ordinary sense of “belong,” and it is 
clearly the intention that, if an invention belongs to a 

* I 

previously established art, the disclosure should be 
addressed to those skilled in that art and should be 
sufficient to enable them to practice the invention. 
The alternative “or with which it is most nearly con¬ 
nected” is intended to apply only in the case of a 
pioneer invention which does not belong or appertain 
to any previously recognized art. 

The appellant’s contention that, in the case of an 
invention which belongs to some established art, the 
inventor has the choice of addressing his disclosure 
to workers in that art or in such other art as is most 
nearly related thereto, is thought to be unsound. In 
the first place, there is no logical reason for permit¬ 
ting such an option. It is the object of patent appli¬ 
cation disclosures to promote the progress of the arts, 
and the art whose progress is to be promoted by a 
given invention is obviously that to which the inven¬ 
tion belongs. Clearly, therefore, the disclosure should 
be addressed to those skilled in that art. Nothing 
could be gained, and much might'be lost by addressing 
the disclosure to workers in some other art who would; 
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not have the same means or incentive for utilizing the 
invention as those in the art to which it belongs. 

Further, on the basis of language alone, the mean¬ 
ing contended for by the appellant is untenable. It is 
not possible for an invention to appertain or belong 
to one art and, at the same time, to be “most nearly 
connected” to another. If it is so closely related to 
one art as to appertain thereto, then that is neces¬ 
sarily also the art with which its connection is closest. 

The present applications appertain and are most 
nearly related to the calculating machine art. In the 
preamble of each application it is stated that the 
applicant has invented a calculator and that “the in¬ 
vention relates to calculating equipment.” The in¬ 
vention is described throughout as a calculator and 
calculating equipment and each of the claims, whose 
allowance the Court is asked to authorize, recites “a 
calculating device.” Automatic telephone systems are 
not so much as mentioned and there is nothing in the 
specifications to indicate that the various relays, cal¬ 
culators, key-sets, etc., are standard equipment in the 
telephone art. The alleged invention, therefore, as 
described in the applications, is not, and does not 
purport to be an automatic telephone system, but a 
calculating machine. It is addressed to those skilled 
in the calculating machine art, and if they do not 
understand it, as the record clearly shows that they 
do not, the requirement of the statute is not satisfied. 
They should not be required to seek the assistance of 
experts in other arts and, moreover, the applications 
do not suggest that they seek it from the automatic 
telephone art. 
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The present applications do not purport to be the 
first to use electrical relays, etc., in calculating ma¬ 
chines. Electrical devices of this character are con¬ 
ventional calculating machine equipment and are under¬ 
stood by workers in that art. Accordingly, the fact 
that a machine includes such equipment does not 
place it in the automatic telephone art. The present 
invention is entitled, described and claimed through¬ 
out as a calculator. This is what the inventor called 
it, before any controversy had arisen as to who could 
understand it; and this is what it actually is. The 
applications were assigned for examination to the 

i 

division handling calculating machines, and it is 
obvious that they could not properly have been classic 
fied elsewhere. I 

It follows that unless the present applications can 
be understood by skilled workers in the calculating 
machine art, they are fatally defective. However, as 
above noted, the appellant does not urge here that 
they can be so understood, and Waldheim who testis 
fied on behalf of the appellant and who is highly 
skilled in the calculating machine art admitted (R. 
37) that he could not construct a machine on the 
basis of the application disclosures, and knew of nd 
one skilled in the calculator art who could. It is sub- 

I 

matted that these facts alone are enough to justify 
the decision of the Patent Office and the lower Court, 
and that it is immaterial whether or not a skilled 
worker in the automatic telephone art could under¬ 
stand the applications. However, as will now be 
shown, it has not been demonstrated that the applica-l 


i 

j 

i 
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tions could be understood by automatic telephone 
workers. 

Disclosure insufficient for persons skilled in automatic 

telephone art 

The following authorities are cited as. to the mean¬ 
ing of “any person skilled in the art”: 

58 Corpus Juris 127: “In general the phrase 
‘ skilled in the art’ refers to those of ordinary 
skill rather than the very expert.” 

Tannage v. Zdhn, 66 F. 986: “From which 
it seems to follow that persons skilled in the 
art to which the specification is addressed are 
in fact those of ordinary and fair information 
but not those having very great technical 
knowledge relating to the subject matter of the 
invention.” 

Walker on Patents, Sixth Edition (by John 
L. Lotsch), Section 160: “In the statute by 
which this standard is established the phrase 
‘any person skilled in the art or science’ in¬ 
cludes persons of ordinary and fair informa¬ 
tion and skill in the relevant art or science; 
and that phrase is not confined to the most 
eminent scientists or to the most competent 
experts in that science or art.” 

In view of the adverse holdings of the Patent Office 
and the lower court it is, of course, incumbent on 
the appellant to establish affirmatively and by con¬ 
vincing evidence that the ordinary skilled worker in 
the automatic telephone art would be able to build an 
operative machine on the basis of the applications. 
This burden has not been sustained. 
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Of the two expert witnesses produced by the ap¬ 
pellant one, Waldheim, was not skilled in the tele¬ 
phone art and did not understand the present 
applications. While he expressed a general opinion 
that others might be able to understand them, it is 
dear that this was speculation only and not based 
on any actual knowledge of what ski l led workers in 
the telephone art can do. Obviously, one who does 
not understand a disclosure himself is not a proficient 
judge of the ability of others to understand it. 

The burden of sustaining the appellant’s case, 
therefore, rests almost entirely on the second expert 
witness, Haigh. This witness obviously is not the 
ordinary skilled worker in any art. He is highly 
expert in the automatic telephone art and has also 
had a considerable amount of experience in the cal¬ 
culating machine art. Further, he was associated 
with the present development and with the actual 
building of a machine, long before these applications' 
were prepared. Accordingly, his statement that he 
believed that he could construct a machine solely on 
the basis of the application disclosures is necessarily 
only an opinion, since he knew how to build the ma¬ 
chines before he saw the applications for the first 
time. Moreover, since he is highly expert, the fact 
that he might sufficiently understand the applications 
is not evidence that the ordinary skilled worker could 
understand them. | 

It follows that, if these cases are decided in the ap¬ 
pellant’s favor, it must be solely on the opinion of 
Haigh that the applications are addressed to the auto- 
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matie telephone art and that the ordinary skilled 
worker in that art could understand the invention with 
no other information than the applications. The 
sufficiency of the disclosure of a patent application 
is a question of fact (Wood v. Underhill, 5 Howard 1; 
Schumacher v. Buttonlath Mfg. Co., 292 Fed. 522). 
The Court is thus being asked to decide a question of 
fact on opinion evidence only. Moreover, this fact is 
the ultimate one upon which the decision of the case 
depends and the witness is thus seeking, in effect, to 
substitute his opinion for that of the Court as the 
basis for the decision. The weight of authority ap¬ 
pears to be that evidence of this character is not ad¬ 
missible. Thus in Jones 7 Commentaries on Evidence, 
Second Edition, Section 1321, it is said: 

Hence the ordinary rule is that opinions of 
experts upon the merits or upon the very matter 
to be tried are inadmissible. Whatever liberal¬ 
ity may be allowed in calling for the opinions of 
experts, such witnesses must not be permitted 
to usurp the province of the court and jury by 
drawing those conclusions of law or fact upon 
which the decision of the case depends. Al¬ 
though this view has been earnestly criticized, it 
is sustained by the undoubted weight of au¬ 
thority. It is, moreover, founded in practical 
necessity as well as theory; for in many cases 
trials would become farcical if zealous experts 
were allowed to express direct opinions on the 
very issue to be tried. 

To the same effect is the decision of the United 
States Supreme Court in U. S. v. Spaulding, 293 U. S. 
498, 506, in which the Court said: 



Moreover, that question whether the respondent 
became totally disabled before his policy lapsed 
is not to be resolved upon opinion evidence. The 
experts ought not to have been asked or allowed 
to state their conclusions on the whole case. 

Similar rulings to the effect that opinion evidence 
is not a proper basis for deciding questions of in¬ 
operativeness or sufficiency of the disclosure of an 
application or patent are found in Doherty v. Dubbs, 
68 F. (2d) 373, in which the Court of Customs apd 
Patent Appeals said: 

Inoperativeness is, of course, primarily a ques¬ 
tion of fact and only factual testimony is of 
any material value in determining it. 

and in Cooper v. Downing, 45 App. D. C. 345, in which 
the Court of Appeals of the District of Columbia said: 

The Commissioner of Patents properly refused 
to hear evidence as to what was intended by 
Downing’s original application and disclosure. 

In view of these authorities it is submitted to be 
clear that the Court should not reverse the concurring 
holdings of two Patent Office tribunals solely on the 
basis of an opinion of an expert produced by the ap¬ 
pellant, to the effect that such holdings are incorrect. 
This is especially true in view of the fact that the 
witness Haigh is an employee of the Federal Tele- 

i 

phone and Radio Mfg. Co., a subsidiary of the Inter¬ 
national Telephone and Radio Mfg. Co., of which the 
present appellant, International Standard Electric 
Corp., is also a subsidiary (Moody’s Public Utilities!). 
The witness is, therefore, in substantially the same 
position as an employee of the appellant and is thus 
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an interested witness. There is, of course, no ques¬ 
tion raised here as to the honesty of the witness, but 
the opinions of the most honest witness are likely to 
be colored by his employer’s interests, as was recog¬ 
nized by the United States Court of Appeals for the 
District of Columbia in the recent case of Bullard v. 
Coe, Appeal No. 8834, decided February 12, 1945, 64 
USPQ 359. The Court in that case refused to accept 
the opinion of an employee of the appellant as to the. 
operativeness of a patented device, even though that 
opinion was based on actual experiments which were 
explained in the record. Manifestly, the opinion of 
such a witness as to so insubstantial a matter as what 
some hypothetical worker in the automatic telephone 
art would understand in a complicated disclosure of a 
calculating machine should not be accorded greater 
weight. 

The issue here, so far as the telephone art is con¬ 
cerned is a simple one, namely, whether the ordinary 
skilled worker in that art, without previous calculating 
machine experience, would understand the disclosure 
of the applications here involved and would be able to 
construct a machine on the basis thereof. This is not 
a metaphysical question. The applications are before 
the Court and workers of ordinary skill in the auto¬ 
matic telephone art exist and are available. In fact, 
Haigh testified that there are hundreds of them. Ob¬ 
viously, therefore, the method of ascertaining whether 
such a worker would understand the applications 
would be to show them to one or more workers and 
ask them whether they understood it. Although it 
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was clearly in the appellant’s power to do this, it was 
not done, and the inference seems clearly warranted 
that, if it had been done, the result would have been 
unfavorable to the appellant. Even the opinion of 
Haigh as to what a skilled worker would understand 
appears to be based, not on showing the applications 
to workers and asking them about them, but merely 
on armchair speculation based on general knowledge. 

It will thus be seen that the appellant, with direct 
evidence available, has elected to withhold it and sub¬ 
stitute the opinion of an interested witness. It is 
submitted that such an opinion, unsupported by actual 
facts does not warrant a reversal of the Patent Office 
decisions. 

The fact that a machine may actually have been 
built and that the disclosures of the applications are 
based on it, is not evidence of the sufficiency of such 
disclosures. Obviously, a description based on a com¬ 
plicated machine may be, and often is, too incomplete 
or indefinite to explain how the machine could be built. 

The burden resting on the appellant in actions such 
as the present one was clearly stated by this Court ih 
Abbott v. Coe, 109 F. (2d) 449, 71 App. D. C. 195, as 
follows: 

Although a court, when it agrees with a Patent 
Office finding, often says so, agreement is not 
necessary to affirmance and disagreement is not 
sufficient for reversal. “The judicial function 
is exhausted when there is found to be a rational 
basis for the conclusions approved by the ad¬ 
ministrative body.” Mississippi Valley Barge 
Line Co. v. TJ. S., 292,282. 



| 
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The Court also quoted the following from Morgan v. 
Daniels, 153 TJ. S. 120: 

While the judgment of Patent Office officials is 
not absolutely binding on the courts, it is en¬ 
titled to great weight and is to be overcome by 
clear proof of mistake. 

This rule has been repeatedly applied in recent de¬ 
cisions of this Court ( Wolf et al . v. Coe, 112 F. (2d) 
857, 72 App. D. C. 224; Forward Process v. Coe, 116 
F. (2d) 946, 73 App. D. C. 100; Krause v. Coe, 120 F. 
(2d) 717, 74 App. D. C. 47; Eppensteiner et al. v. Coe, 
114 F. (2d) 457; Radtke Patents Corp . et al. v. Coe 
et al., 122 F. (2d) 937, 74 App. D. C. 251). 

The rule applies with special force in cases of a 
highly technical nature ( Downs v. Andrews, 26 F. 
(2d) 522, 58 App. D. C. 150; Steele v. Chubb, 24 F. 
(2d) 468, 58 App. D. C. 26; Oldroyd v. Morgan, 24 F. 
(2d) 1004, 58 App. D. C. 78; and numerous authorities 
there cited). 

In view of these authorities it will be seen that the 
appellant is, in effect, asking the Court to hold that, 
although both the Board of Appeals and the examiner 
in charge of the art to which these applications are 
directed have been unable to understand them, still 
there is no national basis for the holding that they 
would not be understood by an ordinary skilled worker 
in the art. The Court is asked to make this holding 
not on the basis of factual evidence but on the con¬ 
clusion of an interested witness. A final decision of 
this case in the appellant’s favor would result in the 
issuance of patents on the basis of disclosures which 


are not understood by the Patent Office and which, so 
far as appears, have never been understood by anyone 
who did not know of the invention from other sources 
also. There will have been no evidence that a single 
worker of ordinary skill, or even an expert has actually 
been able to understand the inventions from the dis¬ 
closures of the applications alone. There will be 
not hin g but the conclusion of a witness, who is, in 
effect, an employee of the appellant, that workers of 
ordinary skill in the automatic telephone art should 

i 

be able to understand this calculating machine 
invention. 

It should be borne in mind that complicated appli¬ 
cations such as those here involved are ordinarily 
prepared by or in collaboration with experts in the 
art involved. Since it is the intention of these ex¬ 
perts, in preparing an application, to comply with 
the statutory requirements, it will necessarily be their 
honest opinion that the disclosure of the applications^ 
as filed, would enable one skilled in the art to practice 
the invention claimed, and they would doubtless be 
willing to testify to this effect. If such testimony is 
to be accepted as controlling, despite the considered, 
opinions of Patent Office tribunals, and despite their 
own failure, after a sincere attempt, to understand the 
disclosure, the effect will be to make the appellant 
himself the sole arbiter as to what disclosure is neces¬ 
sary in his application, and to require the Patent 
Office to grant patents on disclosures which its officials 
do not understand. 



CONCLUSION 


It is submitted that, in accordance with the statu¬ 
tory requirements, it was incumbent on the appellant 
to include in his applications a sufficient disclosure to 
enable a worker of average skill in the calculating 
machine art to make and use his alleged inventions. 
The appellant, moreover, has not only failed to show 
that his disclosures are sufficient for this purpose, 
but has not shown that they would enable any worker 
of ordinary skill in any art to construct an operative 
device. It follows that the finding of the lower Court, 
that the disclosures of the applications afford insuffi¬ 
cient basis for the issuance of patents, is correct. 

Respectfully submitted. 

W. W. Cochran, 

Solicitor, TJ. S. Patent Office, 

Attorney for Appellee. 

E. L. Reynolds, 

Of Counsel. 

December 1945. 
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Appellant, 
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Casper W. Ooms, Commissioner of Patents, 

Appellee. 


APPELLANTS REPLY BRIEF 

Although Appellant’s brief has demonstrated that every 
ground on which the Patent Office and the Court below held 
the disclosure deficient was untenable, Appellee’s brief deals 
exclusively in generalities. No attempt is made to show 
why the Patent Office allows detached contact drawings in 
one division and rejects them in another, why time charts 
are demanded in one and not in another division, and why 
non-compliance with the unwritten rules of a single division 
(concededlv at variance with those of other divisions) is 
sufficiently grave an offense to bar the issuance of a patent. 

Neither the Statutes nor the published Rules of the 
Patent Office contain any specific provisions for the kind 
of description and drawings that were demanded from 
Appellant. It was, therefore, incumbent on Appellee to 
enlighten this Court as to the rationale of the holdings 
below. Just as he introduced no evidence to refute plain¬ 
tiff’s proof, just so here the Commissioner rests his case 









on general propositions of law (some erroneous), without 
even mentioning why and how they should be applied to the 
specific facts here in issue. 

The Commissioner’s brief contains an erroneous state¬ 
ment of an important fact and several erroneous statements 
of law. AYe shall analyze these and show that their cor¬ 
rected versions must inevitably lead to reversal of the 
judgment below. However, before doing this we call atten¬ 
tion to an amusing and yet significant lapse of counsel’s pen. 

Appellee does not keep the promise made at the bottom 
of page 5 of his brief: 

“However, as will now be shown* it has not been 
demonstrated that the applications could be under¬ 
stood by automatic telephone workers.” 

There is not a word after or before this passage which 
shows anything of the sort, and there could be none. Ap¬ 
pellee must have been prompted to say this by Appellant’s 
statement on page 12 of its brief that the Patent Office 

“ . . . practically conceded that the disclosures were 
sufficient for one skilled in the telephone arts.” 

Appellee found nothing in the record to controvert this, 
but forgot to withdraw the promise so rashly made. 

The Disclosures Are Directed to Telephone Men 

Appellee’s brief (see e.g. pp. 2, 12, 13) repeatedly 
asserts that : 

“No tribunal which has considered these cases has 
been able to understand it sufficiently to know how 
an operative machine can be built.” (p. 2) 

The fact is that, at the most, only one tribunal has read 
the description; the Primary Examiner of one of the sixty- 
five Divisions of the Patent Office. It w T as never suggested 


* Emphasis ours throughout this brief. 
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to the Board of Appeals or to the Court below to assume 
this unnecessary burden, because they had to decide only 
a question of law on the record before them. Nor do we 
suggest it to this Court; an expert would need at least three 
months to digest these morsels. 

Counsel for Appellee has not even taken the trouble to 
run through the first few pages of the description, nor to 
glance at the drawings. Had he read the introductory part 
of the description, he would not have said as he does on 
page 4 of the brief: 

“The invention is described throughout as a calcu¬ 
lator and calculating equipment . . . Automatic 
telephone systems are not so much as mentioned and 
there is nothing in the specifications to indicate that 
the various relays, calculators, key sets, etc., are 
standard equipment in the telephone art. . . . They 
(those skilled in the art) should not be required to 
seek the assistance of experts in other arts and, 
moreover, the applications do not suggest that they 
seek it from the automatic telephone art.” (Paren¬ 
theses and emphasis ours.) 

We quote the following from page 75 of the record which 
is the sixth page of the description: 

“In order further to facilitate reading of the 
circuits, which are built up exclusively of relays, 
step-by-step switches and resistances of types used 
widely in telephone exchange systems, the drawings 
have been prepared in the well known ‘detached 
contact’ form.” 

Counsel has overlooked also the almost verbatim recital 
of this passage by the Board of Appeals (R. 189): 

“The calculating machine of this invention is a 
highly complex affair including relays, step-by-step 
switches and resistances stated to be of types widely 
used in automatic telephone exchange systems ,.. . ” 


X 
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The identity of the instrumentalities used in the appli¬ 
cations here in issue with those customarily employed in 
automatic telephone systems is plain also from the most 
casual comparison of Appellant’s drawings (R. 149-174) 
with typical automatic telephone pafents issued by the 
United States Patent Office (R. 204 to 208, 222, 223, 231, 232, 
and 237 to 244). 

Haigh said (R. 41) that the equipment 

“ . . . contains apparatus of the type familiarly 
used in the automatic telephone switching art, and 
nothing but that.” 

Concerning the “detached contact” v. “attached contact” 
drawing question, Haigh said (R. 46): 

“Aided by the description, I have no hesitation in 
saying that that is clearer to a . . . man who is 
skilled in the circuit art, switching art.” 

And then again at the bottom of R. 48: 

“The result of drawing it this way makes that a 
much clearer exposition of the circuit in the 
invention. 

“By the Court: 

“Q. Would that be one which the average worker in 
the art would more clearly be able to understand and 
follow, do you think? A. I believe so, your Honor; 
in the case of a complicated circuit particularly.” 

The only evidence in this record is that the disclosure 
is directed to and will be understood by men skilled in 
automatic telephony. Waldheim had no trouble in finding 
this out and testified (R. 37, 38) that if he were given the 
job to build the system, he would call on a telephone man 
to do the work. 

Appellee’s criticism of Waldheim’s evidence (brief, 
p. 7) as 
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“ . . . not based on any actual knowledge of what 
skilled workers in the telephone art can do.” 

has no support in the record. Waldheim was not cross 
examined at all on this score. Had he been asked on what 
he based his testimony, he would, obviously, have said that 
the facts were clear on the face of the specification; anyone 
comparing the drawings of automatic telephone patents 
wdth Appellant’s drawings, anyone reading the first few 
pages of Appellant’s specification would know that an auto¬ 
matic telephone man was needed for the job. 

Haigh’s Testimony Is Unimpeachable 

Appellee attacks Haigh’s evidence on three grounds: 

A. Haigh is an expert and, therefore, what he has 
to say about the knowledge of men skilled in 
the art has no weight; 

B. Haigh usurped the function of the Court; and 

C. Haigh has an interest in Appellant’s business 
and therefore his evidence merits no credence. 

These contentions occur over and over again in the brief 
and particularly on pages 6-10. We shall briefly discuss 
them. 

A. Appellee’s theory as developed on pages 6, 7 of his 
brief is that Appellant should have proved its case, not by 
calling an expert but by calling Mr. Average Man himself. 

Haigh’s educational and practical qualifications are, of 
course, admitted. Appellee says (brief, p. 7): 

‘‘He is highly expert in the automatic telephone art 
and has also had a considerable amount of experi¬ 
ence in the calculating machine art. Further, he was 
associated with the present development and with 
the actual building of a machine, long before these 
applications were prepared.” 
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The passages of Haigh’s testimony quoted on pages 15, 
16 of Appellant’s brief show that Haigh was fully conver¬ 
sant with the skill of men working in all the arts in which 
we are here interested, and he was not cross examined on 
these points. 

The man of “average skill” is one of the myths of pat¬ 
ent law’ and Appellant could not have called him to give 
evidence. Had Appellant produced any one man skilled in 
the art, and had his testimony been favorable, Appellee 
w’ould have criticized it on the ground that the man could 
speak only for himself. Comprehension by one man proves 
nothing as to the information needed by the average. 

Appellee’s theory of proof could be applied only by 
calling many men of ordinary skill. Five, six or tw T enty 
could be shrugged off as a hand-picked few. Fifty would 
be a very small percentage of the skilled men employed in 
the telegraph and telephone business. If Appellee’s sug¬ 
gestions were accepted then the facts in a case like this 
could be proven only by calling a hundred or more wit¬ 
nesses employed by one’s competitors. For the unemployed 
could be criticised as lacking average skill, and evidence 
given by Appellant’s ow T n employees would be denounced 
as untrustworthy. 

There is no rule of law, nor of practice, nor of logic 
that justifies the fantastic proposal that, contrary to the 
admonition of Judge Severens quoted on page 13 of Appel¬ 
lant’s brief, one should call not a single teacher, but rather 
let loose the clamor of many tongues. 

Compare the burden that Appellee seeks to place on 
Appellant with the modest one allotted to himself. The 
opinion of one, single, solitary Patent Office Examiner who, 
concededly, is unskilled in the telephone art, and concededly 
does not understand the description and drawings, is ad¬ 
vanced as ample to strike down these disclosures, despite 
the testimony of Haigh and of the documents themselves. 
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B. We agree, of course, that an expert cannot decide 
the case for the Court. For instance, in patent cases an 
expert will not be heard to say that a claim is invalid in 
view of the state of art; that is the province of the Court. 
But he can, and in practically every case does, give his 
opinion as to the meaning of patents to the man of average 
skill in the art. Only thus can the Court be prepared to 
reach its conclusion. 

Haigh could not have and did not testify that the dis¬ 
closures satisfied the requirements of RS4S88; that was left 
to the Court. However, Haigh was fully examined by 
counsel as well as by the Court concerning the meaning of 
the drawings and of the descriptions to the man skilled in 
the art. The Court needed such information to decide 
whether or not the Statute had been satisfied. 

C. Appellee seeks to exclude Haigh’s testimony on the 
ground that he was an interested party, although disquali¬ 
fication on this ground has long ago disappeared in civil 
cases (Wigmore on Evidence, Third Edition, Volume 2, 
Section 577, pages 693-695). 

As the Supreme Court said in Chesapeake & Ohio Rail¬ 
way Company v. Martin et al., (283 U. S. 209, 218), not 
even evidence by one of the litigants should be rejected 
where: 

“The witness was not impeached or contradicted. 
His testimony is positive and direct, and not incred¬ 
ible upon its face. It was the duty of the court and 
jury to give credit to his testimony.’’ 

Then, on page 219, the Court approvingly quotes from 
a New York case the passage: 

“The mere fact that plaintiff, who testified to impor¬ 
tant particulars, was interested, was unimportant in 
view of the evidence, or anything or circumstance 
from which an inference against the fact testified to 
by him could be drawn.” 
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The “Understanding” of the Disclosure 

The Primary Examiner’s main objection to the disclo¬ 
sure was that he could not understand it (see pp. 7-10 of 
Appellant’s brief). This lack of ability tc understand is 
now echoed on pages 12, 13 of Appellee’s brief. 

Instead of rejecting the claims on the ground of incom¬ 
prehensible disclosure, the Examiner should have either 
taken the trouble to acquire the necessary knowledge, or 
should have followed Waldheim’s advice of calling in some¬ 
one skilled in the automatic telephone art. As evidenced 
by the patents printed in R. 204-205, the Patent Office does 
not lack skilled Examiners who can handle such cases. 

On page 7 of his brief, the Commissioner says: 

“Obviously, one who does not understand a dis¬ 
closure himself is not a proficient judge of the abil¬ 
ity of others to understand it.” 

Yet this Court is asked to hold that the Primary Examiner 
was right, although he concededly did not understand the 
invention, and that Haigh was wrong, although he con¬ 
cededly understood the invention and actually built a 
machine embodying it. 

In this connection we again note, as we did on page 27 
of our main brief, that neither the Statutes nor the Rules 
of the Patent Office require that anyone understand the 
principles underlying the invention; all that is necessary is 
that there be a description from which the invention can be 
built. The object of the Patent Statutes is not literature 
which expounds theories to the satisfaction of any particu¬ 
lar official, but a disclosure from which men skilled in the 
art can build the invention. 

Neither the Primary Examiner nor the Board of Ap¬ 
peals ever held that one skilled in the automatic telephone 
art could not build the invention from this description. The 
holding of the Patent Office tribunals, quoted on pages 10, 
11 and 12 of our main brief, that a disclosure from which 




automatic telephone men could build this invention does 
not satisfy the Statute is contrary to the express provisions 
of the Statute, to the decisions bearing on the question, 
and to plain common sense. 

The Primary Examiner could, of course, understand the 
claims and, while he cited prior art patents, none of the 
claims now in the case was rejected on the ground of antici¬ 
pation or lack of invention. The issuance of patents on 
these applications would, therefore, acquaint the public with 
a new and useful improvement in calculators, the sole 
danger being that people wfio would be called upon to build 
such calculators could not do so from the description and 
drawings. 

The uncontroverted evidence in this case is that we 
have a disclosure from which one skilled in the telephone 
art could build the device and which is intelligible to him. 
Appellee seeks to sustain the decision of the Patent Office 
tribunals and of the Court below on the theory that the 
Statute can be satisfied only if the Primary Examiner to 
whom the application happens to be assigned understands 
the invention, 'whether or not a person of the proper skill 
would understand it, and whether or not such person could 
build the invention from the description. Such contention, 
we submit, needs no further refutation than re-statement. 

The Commissioner should be directed to issue the 
patents as prayed for. 

Respectfully submitted, 

Paul Kolisch, 

Ralph B. Stewart, 

Attorneys for Appellant. 

Edward D. Phinney, 

Of Counsel. 





